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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|E| All b)Q Some * c)Q None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^| Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date 8/18/06 . 



4) l~l Interview Summary (PTO-41 3) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 201002 



Application/Control Number: 10/597,099 Page 2 

Art Unit: 3767 

DETAILED ACTION 

Claim Objections 

1 . Claim 13 is objected to because of the following informalities: in line 2, it appears that 
"for" was inadvertently deleted. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 
(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1, 2, and 11-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ragheb et al. (5,824,049). Ragheb et al. disclose an implant for releasing an active substance 
into a vessel through which a body medium flows (column 3 line 12), the implant 10 comprising 
a basic body 12 comprising a biodegradable material as substrate 14 for the active substance 18 
to be released, and around which the body medium flows on the inside and/or outside. As to 
claim 2, the basic body comprises at least in part a biodegradable material of tungsten alloy 
(column 7 line 36). As to claim 1 1, the basic body is cylindrical. Although significant 
patentable weight is not given to the intended use of the implant, Ragheb et al. disclose the 
implant providing regional drug delivery (column 5 line 60) and used for tumour treatment 
(column 8 line 45). 
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4. Claims 1, 2, and 9-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Momma et al. (2005/0027350). Momma et al. disclose an implant for releasing an active 
substance into a vessel through which a body medium flows ([0012] line 2), the implant ([0035] 
line 5) comprising a basic body comprising a biodegradable material of magnesium alloy as 
substrate ([0035] line 8) for the active substance ([0041] line 1) to be released, and around which 
the body medium flows on the inside and/or outside. Momma et al. show the basic body of the 
implant comprises a first, non-expanded condition and a second, expanded condition in that the 
implant (stent) is described as expandable type ([0024] line 4). Momma et al. disclose an 
embodiment having the basic body comprising a coating 62 on at least certain regions on its 
sides facing the vessel, at least one cavity (within 40), and at least one hollow body (within 38), 
which contain the active substance; and the basic body is tubular. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 3-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ragheb et al. 
in view of Meyer-Lindenberg et al. (WO02/1 00452). Ragheb et al. disclose an implant that 
shows the limitations as described above; however, they do not show specific alloy or 
composition of alloy. Meyer-Lindenberg teach a degradable implant comprising magnesium 
alloys among which includes 0.01 to 7 mass percent lithium, 0.01 to 16 mass percent aluminum, 
0.01 to 7 mass percent yttrium, 0.01 to 8 mass percent rare earth metals, and balance of 
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magnesium (page 4 line 10). It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the implant of Ragheb et al. to comprise the alloy 
of Meyer-Lindenberg in order to provide an alloy with improved degradation and reduced gas 
pocket formation. Meyer-Lindenberg teach alloy comprising yttrium and rare earth metal. It 
would have been obvious to one of ordinary skill in the art as to specifically having alloy of 
WE43. Meyer-Lindenberg also teach magnesium alloy comprising least amount of zirconium 
(page 1 1 line 19). It would have been obvious to one having ordinary skill in the art at the time 
the invention was made as to the range of percentage of zirconium, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 
7. Claims 3-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Momma et al. 
in view of Meyer-Lindenberg et al. Momma et al. disclose an implant that shows the limitations 
as described above; however, they do not show specific alloy or composition of alloy. Meyer- 
Lindenberg teach a degradable implant comprising magnesium alloys among which includes 
0.01 to 7 mass percent lithium, 0.01 to 16 mass percent aluminum, 0.01 to 7 mass percent 
yttrium, 0.01 to 8 mass percent rare earth metals, and balance of magnesium (page 4 line 10). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify the implant of Momma et al. to comprise the alloy of Meyer-Lindenberg in order 
to provide an alloy with improved degradation and reduced gas pocket formation. Meyer- 
Lindenberg teach alloy comprising yttrium and rare earth metal. It would have been obvious to 
one of ordinary skill in the art as to specifically having alloy of WE43. Meyer-Lindenberg also 
teach magnesium alloy comprising least amount of zirconium (page 1 1 line 19). It would have 
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been obvious to one having ordinary skill in the art at the time the invention was made as to the 
range of percentage of zirconium, since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melba Bumgarner whose telephone number is (571)272-4709. 
The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Sirmons can be reached on 571-272-4965. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Melba Bumgarner/ 

Primary Examiner, Art Unit 3767 



